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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 1 1-15 are rejected as the claimed invention is directed to non-statutory 
subject matter. Regarding claims 11-15, signals are in a non-statutory category and are 
not patentable. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

3. Claims 1 , 2, 3, 4, and 5 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Regarding claim 1, there it is indefinite as to what would happen if a recipient 
identifier did comprise an email address. Regarding claims 2-5, which are dependent 
on claim 1 , they are also rejected because they do not fix the indefiniteness of claim 1 . 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Maxwell (US patent 5805810) in view of Brookner et al, hereinafter referred to as 
Brookner (US patent 6897973) 
Regarding claim 1 : 
A method comprising: 

Maxwell discloses a method comprising a recipient identifier in an e-mail, (abstract) 
removing the recipient identifier from the e-mail (Col 8, lines 40-45), printing the e-mail 
(Figure 12, "print netgram"), and printing a street address associated with the recipient 
identifier on an envelope (Col 12, lines 58-66). Maxwell discloses all the limitations as 
disclosed above except for If does not comprise an email address. 

Brookner discloses if does not comprise an e-mail address (Col5, lines 5-10 
discloses that from event information it is determined if a piece of mail to be sent is 
going to an email address, (comprising an email address), physical address (does not 
comprise an email address) or fax address (does not comprise an email address). 

The general concept of providing the event if does not comprise an email 
address is well known in the art as illustrated by Brookner who discloses 
If does not comprise an email address in a mail converter method. 

It would have been obvious for one of ordinary skill in the art at the time of the 
invention to modify Maxwell to include the use of not comprising an email address in his 
advantageous method as taught by Brookner in order to enhance message delivery 
methods. 
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Regarding claims 2, 12, and 17: 

Maxwell discloses the method, signal, and system further comprising: 

obtaining the street address from an address book, wherein an entry in the address 

book is associated with the recipient identifier. (Col 12, lines 58-66, and abstract) 

Regarding claims 3, 8, 13, and 18: 

Maxwell discloses the method, apparatus, signal, and system wherein the recipient 
identifier comprises the street address. (Since a database is linked to the recipient 
identifier, which has the street address, the recipient identifier comprises the street 
address, abstract) 

Regarding claims 4, 9, 14, and 19: 

Maxwell discloses the method, apparatus, (title) signal, (since the internet is used a 
signal is inherent) and system (Col 4, line 43). 

Maxwell discloses all the limitations as disclosed above except for explicitly printing 
postage on the envelope. 

Brookner discloses further comprising printing postage on the envelope, (abstract). 

The general concept of printing postage on the envelope is well known in the art as 
illustrated by Brookner who discloses printing postage on an envelope. 
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It would have been obvious for one of ordinary skill in the art at the time of the 
invention to modify Maxwell to include the use of printing postage on the envelope in his 
advantageous method as taught by Brookner in order to provide message delivery. 

Regarding claims 5 and 1 0: 

Maxwell discloses the method and apparatus further comprising: 
to perform the removing, (Col 8, lines 40-45) the printing the e-mail, (Figure 12) and the 
printing the street addressed (Col 12, lines 58-66). Maxwell discloses all the limitations 
as disclosed above except for determining whether to perform, 
and based on an option associated with the address book. 

Brookner discloses determining whether to perform, (Col5, lines 5-10 discloses that 
from information it is determined whether a piece of mail to be sent is going to an email 
address, (comprising an email address), physical address (does not comprise an email 
address) or fax address (does not comprise an email address), and based on an option 
associated with the address book (This information is associated with the addresses 
according to Col 5, lines 5-10) 

The general concept of is well known in the art as illustrated by Brookner who 
discloses determining whether to perform, 

and based on an option associated with the address book in a message delivery 
system. 

It would have been obvious for one of ordinary skill in the art at the time of the invention 
to modify Brookner to include the use of determining whether to perform, and based on 
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an option associated with the address book. 

in his advantageous method as taught by Brookner in order to enhance message 
delivery. 

Regarding claim 6: 

Maxwell discloses an apparatus (title) comprising: means for removing a 
recipient identifier from an e-mail, (Col 8, lines 40-45) printing the e-mail, (Figure. 12, 
"print netgram") and printing a street address associated with the recipient identifier on 
an envelope the recipient identifier; 

Brookner discloses if does not comprise an e-mail address, and means for 
retaining the recipient identifier in the e-mail if the recipient identifier comprises the e- 
mail address. (Col5, lines 5-10 discloses that from event information it is determined if 
a piece of mail to be sent is going to an email address, (comprising an email address), 
physical address (does not comprise an email address) or fax address (does not 
comprise an email address) Since the message can be sent through at least one type 
of mail delivery (Col 5, lines 5-10) for each recipient including email it is implied that 
there is at least an email address associated with it so a recipient identifier is associated 
with the email and is retained with the email.). 

The general concept of providing if does not comprise an email address, and 
means for retaining the recipient identifier in the email if the recipient identifier 
comprises the email address is well known in the art as illustrated by Brookner who 
discloses 
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those limitations in a mail delivery apparatus. 

It would have been obvious for one of ordinary skill in the art at the time of the 
invention to modify Maxwell to include the use if does not comprise an e-mail address, 
and means for retaining the recipient identifier in the e-mail if the recipient identifier 
comprises the e-mail address in his advantageous method as taught by Brookner in 
order to enhance message delivery apparatuses. 

Regarding claim 7: 

Maxwell discloses the apparatus of claim 6, further comprising: means for 
obtaining the street address from an address book, wherein an entry in the address 
book is associated with the recipient identifier. (Col 4, lines 35-40) 

Regarding claim 11: 

Maxwell discloses the signal-bearing medium encoded with instructions, wherein 
the instructions when executed comprise: 

removing a recipient identifier from an e-mail, (Col 8, lines 40-45) printing the e-mail, 
(Figure 12) and printing a street address associated with the recipient identifier on an 
envelope if the recipient identifier in the e-mail. (Col 12, lines 58-66) 

Brookner discloses does not comprise an e-mail address and retaining the 
recipient identifier in the e-mail if the recipient identifier comprises the e-mail address; 
and sending the e-mail, if the e-mail comprises the e-mail address. (Col 4, lines 33-42, 
which discloses how email can be sent, with the recipient identifier implied by 
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Regarding claims 15 and 20: 

Maxwell discloses the signal-bearing medium and system further comprising: 
subtracting a cost of the postage from an account associated with an originator of the e- 
mail. (Col 13, lines 29-31) 

Regarding claim 16: 

Maxwell discloses a computer system comprising: a processor; and memory 
encoded with instructions, wherein the instructions when executed on the processor 
comprise (Col 4, lines 65-67,and Col 5, lines 1-5): removing a recipient identifier from an 
e-mail, (Col 8, lines 40-45) printing the e-mail, (Fig 12) and printing a street address 
associated with the recipient identifier on an envelope (Col 12, lines 58-66) a recipient 
identifier in the e-mail (Col 8, lines 40-45) the removing (Col 8, lines 40-45) the printing 
the e-mail, (Fig 12) and the printing the street addressed (Col 12, lines 58-66) 

Brookner discloses if does not comprise an e-mail address, retaining the 
recipient identifier in the e-mail if the recipient identifier comprises an e-mail address, 
sending the e-mail, if the e-mail comprises the e-mail address, determining whether to 
perform, based on an option associated with an address book. (Brookner's system can 
either allow the user or the system to determine which mode of delivery to use which 
includes both email and physical mail based on information associated with the address 
book, with the address book implied since message delivery system is carried out and a 
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recipient identifier does not always include an email address in Brookner's system, 
since he discloses only at least one mode of delivery. Therefore the recipient identifier 
may or may not comprise an email address. Col 5, lines 5-10) 

Regarding claim 17: 

Maxwell discloses the computer system of claim 16, wherein the instructions 
further comprise: 

obtaining the street address from the address book, wherein an entry in the address 
book is associated with the recipient identifier. (Figure 14 shows the database, which 
has all the information, discloses as above associated with each other). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joan B. Naurot Ton whose telephone number is 571- 
270-1595. The examiner can normally be reached on M-Th 9 to 6:30 (flex sched) and 
alt Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nathan Flynn can be reached on 571-272-1915. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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